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TN THE IJNtTBI) STATES PATENT AND TRADEMARK OI-TiCli 



Patcnl No. 6,408.979 



Application No. 09/525,365 




Issue Date: 06/25/2002 



Filing Date: 03/15/2000 



P ETITION VOU RECONSIDERATION 
UNDER 37 CKR 1.378(c) 



RECEIVED 



Mail Stop Petition 
Oumniissioner for Patents 



NOV 09 2010 



OFFICE OF PETITIONS 



P.O. Box 1450 
Alexandra, VA 223 13- 1 450 

COMliS NOW ihe Petitioner respectfully requesting that the Commissioner reconsider 
th<: dismissal of the Petitions to Accept Unavoidably Delayed Payment of Maintenance Fee in an 
Inspired Patent (37 CFR 1.378(b)) filed May 7, 2009 and June 25, 2010. 

Please charge Deposit Account 08-1 650 maintained in the name of Sturm & Fix LLP the 
sum of $400 for the required fee ns set forth in 37 CFR 1.17(0- 



J hereby ceitify thai this paper (along with any paper referred to as being attached or 
enclosed) w: 

(1) lacing deposited wilh the United Stales Postal Kervicc on the date shown below with 
sufficient postagQ as first class mail in an envelope addressed to Mail Slop Pciilion, 
Commissioner for Patents, P.O. Box M50, Alexandria, VA 22313-1450 OR 

(2) Transmitted by facsimile on (lie date shown below to the United States Patent and 
Trademark Office ul (57 1 )-273-S300 y . ff 



CKKTIMCATK OF MAILING OR TRANSMISSION (37 CFR 1.8(h)) 





Vicki J. Shepherd 

Typed or printed name of person signing Certificate 
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BA CKGROUND 

United Stales Patent No. 6,40S,<>79 issued June 25, 2002, and expired at midnight June 
2?, 2006, since the first maintenance fee was not timely submitted* The second maintenance fee 
would have been due on June 25, 2010, with surcharge. 

Pcii<ion# under 37 CFR 1.378(b) requesting that the Commissioner accept delayed 
payment of the fust and second maintenance fees were Hied on May 7, 2009 and June 25, 2010, 
respectively. 

lly Decision mailed September 3, 2010, these Petitions under 37 CFR 1.378(b) were 
dismissed. The Decision states that the dismissed Petitions lacked ht an adequate showing that the 
delay was unavoidable since reasonable care was taken to insure that the maintenance fcc would 
bu paid timely". 

Petitioner respectfully requests reconsideration of this Decision, and granting of the 
Petitions to accept delayed payment of the maintenance fees. 

|[ is believed that the following Statement, together with the attached Declarations of 
Vicki J, Shepherd* Carolyn J. Campbell and Michael Kiiouri, provide an adequate showing that 
the delay was unavoidable. 

STATEMENT 

The attached Dccloratlons of VICKI J. SHEPHERD, CAROLYN J. CAMPBELL, and 
MfCHRL KIIOURI, along with thu accompanying EXHIBITS for each Declaration, show that 
core was usken to ensure the timely payment of the first maintenance fcc for U.S. Patent No. 
6,408,079 and that non payment of the maintenance fee was unavoidable. Mahle did indeed 
makd payment to Sturm & Fix LLP for the first maintenance fee, along with the government 
surcharge for filing within (he grace period. Sturm & Fix LLP did have the mutter on their 
docket, but through a series of mistakes did not timely pay the maintenance fee on behalf of 
Mahle. The patent became marked as ABANDONED in the Stutm Sc Fix LLP docketing system 
iH^NiLUSe of ti scries of unasuril circumstances, including rendering an Invoice before payment by 
Mahle, and Mahle's payment of that Invoice which zeroed out the accounts receivable report. 
Normally, a credit would be showing in Sturm & Fix LLP's books and alert Sturm & Fix LLP 
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llMt the mtunteivmco fee payment hud been made by the client, This credit showing would 
further alert the Sturm & Fix LLP staff that the required maintenance Ice had not been paid to the 
Patent Office. Under the just mentioned scenario, Sturm & Fix LLP's normal procedure would 
be to p^y the maintenance fee, remove the client's payment from die trust account and issue an 
Invoice to the client showing payment of the maintenance fee to the Patent Office, liut, as 
explained In the attached Declarations, in this case the procedure was not followed, so Sturm & 
Fix LLP was not alerted in the normal ways that the maintenance fee had been authorized, but 
not paid to the United Slates Patent and Trademark Office. 

Petitioner submits th;tt Ihe attached Declarations show that reasonable care was exercised 
in designing and operating the docketing system, and reasonable steps were taken to ensure the 
piitonl wfrs entered into the docketing system for timely payment of the maintenance fees, 

All couuspondencc between Campbell and Mahlc regarding payment of the maintenance 
ici> due is noi available due to Mah1c*s inability to locate the documents and/or the Sturm & Fix 
LI .P document retention procedures. However, Petitioner respectfully submits that the 
Declarations and llxhibils available clearly show that the maintenance fee payment was in the 
docketing system, notices th.it the fee was due were sent to and received by Mahlc, Mahle sent 
and Sturm and Fix LI ,P received payment, and the fee was scheduled for payment by Campbell. 
Due to the tact that Campbell simply forgot to submit the paperwork and payment to the Patent 
Office, (he patent expired. 

Non-payment of this maintenance fee was unavoidable, The legal standard of 
unavoidable delay is met when there is reliance on well-trained and reliable staff to carry out 
routine clerical functions, such as docketing, paying maintenance fees, etc, In this situation, 
reasonably piudcnt steps were token to docket a due date, and hi spite of these steps, a well 
named docket clerk committed an unforeseen error resulting in a missed deadline. There is no 
uror-proof monitoring system, a system where well trained and reliable staff makes no mistakes, 
fccau.se humans ore involved. There was nt least an attempt to comply and ensure the 
maintenance fco would be paid timely. The support staff of Sturm & Fix have an average tenure 
of over 30 years. The system and procedures involved included at least three specific ways 
errors can delected at an early stage— (1) the PATTSY docketing system; (2) the TIMESL1PS 
billing program; and (3) the Trust Account deposit and withdrawal procedure. Because of the 
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iirvgular billing procedure ( a month-end statement being prepared and sent rather than utilizing 
;in inibrmntionnl Invoice), a combination of two errors occurred and non-payment of the fee 
wtnl undetected until notification was received from Mahle. The original Petition to Accept 
Unavoidably Dohycd Payment of Maintenance Fee in an Expire Patent (37 CFR 1, 378(b)) was 
filed wiiliiu about one week of the notification. 



STURM & FIX LLP 
?,06<i th Ave ■ Suite 1213 
IX-s Moines, 1A 503094076 
Phone; 515-288-9589 
Fox: 5l S-2f?« 
e-mail: slutni@h:dlp.coiin 



Respectfully submitted, 



MAHLli INDUSTRIES, IMC. 





Michael O. Slurm, Reg. No- 26,078 
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IN TI IE UNIT(U) STATES PATUNT AND TRADEMARK OFFICE 



CENTRAL FAX CENTER 

NOV 83 2010 



In rc Patent No. 6,408,070 
Issue Da\k:: June 25, 2002 
Application No. 09/525,365 
Filed: Msrclj 15,2000 



RECEIVED 
NOV 0 9 2010 

OFFICE OF PETITIONS 



Attorney Docket No, 2-5127-013 

Entitled: NOISE AKATRMKNT KILTER 



DECLAR ATION IN SUPPORT OK PETITION FPU 
R ECONSIDERATION OF DECISION 

CAROLYN J. CAMPi3ULL, hereby declares: 

1 . That 1 have been employed by the firm of Sturm & Fix LLP (S&F) since October 
V)7(y. 

2. The work lhat I perform is under the direct supervision of Richard L. Fix (Fix), 
Keg. No. 28,297. Oltior work performed by Campbell and supervised by Fix relates to 
typing patent applications in proper form, and preparing appropriate Patent Office forms 
for filing and forwarding to client for approval or correction. During the time period prior 
to fc-nUn^ upon receiving the duly executed appropriate documents back from the client, 
the application would be scut to the Patent Office by lixprcss Mail and authorizing 
payment of the fees to S&F deposit account. The degree of supervision of Fix of all work 
performed by Campbell is a complete review of the written application and approval by 
Fi* before sending to client for review, corrections, and approval 

In Addition to patent applications, Campbell prepares and files trademark 
applications under the supervision of Fix, and again a complete review by Fix before 
Bending to clients and future tiling. Campbell also prepares and forwards all 
conespondenco to clients of the Omaha, NF office related to patent and trademark 
applications (filing receipts, serial numbers, etc., office action results, notices of 
allowance.) The original Grant of Letters Patent for the Omaha Office of S&F would be 
seiu to Omaha and upon receipt of the Grant, I would enter the information for payment 
of the (inure maintenance fees into the docketing system (Patlsy). The Pattsy program is 
physically located in our Dos Moines, Iowa office (DSM) and is maintained there, I 
connect to the Paltsy program through a remote server located in DSM. I am physically 
located in Omaha, NTi. Also upon receipt of the Grant, v the pertinent information (issue 
dale, patent number, due dates for maintenance fees) would be entered on the outside of 
the file. 
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Upon sending the Grant to the client, a "COPY" of said teller was included 
instructing ihc client 1o sign and date the -COPY" and return it to our office, indicating 
the sate receipt of the Grant. Upon our receipt of the signed letter, the file was purged of 
all normal general correspondence* This was a practice that was in place to keep files at a 
reasonable size for storage. 

3. That part of my job duties is to review the docket which is supplied to me by e- 
niail or fax from the Dos Moines office, for upcoming maintenance fees that are due to 
like United Stales Patent and Trademark Office. The docket is generally reviewed at least 
two (2) months in advance of the 3, 7, and 1 1 year anniversary dates of the issue date of 
patent by all members and support staft'of S&F. 

<1, Paitsy docketing procedures were taught to me by Vicki Shepherd, a 
knowledgeable slnff member in charge of the up keep of Pattsy program. Instruction 
included how to enter a paper received from the USPTO, and explained the correct 
procedures to be followed. 

I was not directly responsible for initial entiles into the Pattsy for clients of the 
Dos Moines Office of S&F; however, I did enter certain initial information Tor clients of 
the Omaha, Nebraska Office of S&F which included, but not limited to serial numbers, 
filing date, foreign filing dales, office action due dates, response to office action dates, 
etc, 1 did, however, cuter the date the payment of a maintenance fee was made to the 
USl*TO for clients of the Dcs Moines Office of S&F. Maintenance fee dates were 
automatically entered iuto PATTSY when the Dcs Moines Office of S&F received the 
original Grant of Letters Patent for their clients. 

A call up docket is printed in DSM and supplied to the appropriate pcrson(s) in 
charge of certain duties relating to correspondence, etc. As pari of my duties, I am in 
charge or sending out maintenance fee letters. I am supplied with a print out of upcoming 
maintenance fees within two (2) months of the anniversary date of the patent. 

At least two months in advance of the anniversary date of the issue date 1 send out 
a first U-lter to the patentee or assignee advising them of the due date of the maintenance 
fee and request their instructions for payment of the fee. A "COPY" of said letter is 
attached instructing the client to sign and return the "COPY" with their instructions as to 
payment or non-payment of the current fee. further, an 'Informational Invoice" is 
attached to the letter showing the amount due to the USPTO for the fee payment, and our 
legal fees for attending to all matters related to docketing, correspondence, and payment 
of the tee to (he USPTO. That letter indicates to the addressee the requested date that we 
would like to have their instructions for payment or non-payment of the current 
maintenance fee that is due. At the time that the first tetter is prepared and mailed, a 
docket entry is made for follow up. Thai date is the date in 1hc first teller that we have 
indicated for receiving instructions. 

-2- 
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:>. Thai if no response is received from the patentee or assignee by the date wc 
specify in I he first letter, a second letter is sent out informing the patentee or assignee 
il w t we have not received any instructions regarding payment of maintenance fee from 
our letter previously sent to them. In this second letter, we clearly state that if the 
maintenance foe is not paid, the patent will become abandoned. The procedure used at 
that lime was when a patent became abandoned for not paying the required maintenance 
(ee> the file was purged and the outside of the file wrapper was marked ABANDONED", 
and the Ilk: wrapper was placed in an abandoned file cabinet with no documents. 

We b.ivo learned from Mahle that they cannot locate any additional documents 
related to this matter other than those previously submitted. 

6, That i did send the appropriate letters to Mahle Technology in 2005 and 2006. 

7, Thai on Jamuuy 25, 2006 at the request of Jennifer Lewis of Mahle Technology, 1 
prepared and mailed an Invoice designated Invoice No. 25899 to Mahle Tcnnex North 
America, 505 15. Madison, Winterscl. IA 50273, in (he amount of $1 ,015 for payment of 
the first maintenance fee and late payment surcharge. Ms, Lewis requested an Invoice 
showing all fees that would be due. Ms. Lewis further informed us that Mahle cannot pay 
from the "Informational Invoice" which was previously sent with the first letter notifying 
Mtdile of the upcoming maintenance fee due. This was an unusual occurrence in that a 
regular month end Invoice was requested prior to die fee being paid, Receipt of the 
requested maintenance fee payment from the ^Informational Invoice'* would be shown 
on our accounts receivable as a credit balance and would alert us that the payment had 
not been billed, nor had it been paid. An Invoice is prepared and mailed the same day the 
foe is paid. Due to the unusual Invoice requested by Ms. Lewis, our billing system, 
which is T1MKSMPS, foiled to generate a credit balance report. 

I have been working with TIMIISL1PS since wc installed the program in 1991 . I 
was self-laupht on Ihe program i along with some help from the T1MBSL1PS help line. 
Wc have installed updated versions of the program since the initial installation of the 
program. 

8, That on April 1 3 1 2006 (three months after mailing the requested Invoice), our 
Dcs Moines office received and deposited a check from Mahle Technology in the amount 
of SI ,015 for payment of the current maintenance fee and late payment surcharge. 
Normally when a maintenance fee payment is received, that payment would go directly 
into oar Uusl account instead of the regular checking account That payment would 
remain in the trust account until the payment is made to the Patent Office. At diat time 
the payment is removed from the trust account and traasferred to die regular checking 
account. Since an Invoice had been rendered for the maintenance fee prior to receiving 
the payment, the check was deposited into the regular checking account. 

-3 - 
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9. That my procedure when paying maintenance Ices for corporations, etc., is to 
cheek their status both in the firm's records and in PAIR. That on or about April 28, 
2006, I discovered that M'uhte was a LARGE ENTITY instead of a SMALL ENTITY and 
[ asked our Dos Muint* oflicc to prepare a LOSS OF SMALL ENTITY STATUS which 

I could then fax to the Patent Office. 

10. Thai i believe at this point there must have been a telephone call or e-mail 
message to Mahle indicting that additional fees would be required for payment of a 
LARGE ENTITY, instead of SMALL ENTITY as indicated in Invoice 25899 sent at the 
requwl of Jennifer Lewis. (EXHIBIT C) 

I L That on April 27, 2006 we received a second payment from Mahle in the amount 
of $ 1,0 1 5. Alter posting the $1,015 to Mahle's account, it was noticed that the additional 
amounts due for LARGE ENTITY had not been billed to Mahle, 

12. That on April 28, 2006 1 prepared and mailed to Mahle Invoice 26502 in the 
amount of $515 for the additional government fees for a status of LARGE ENTITY. 
After posting lite payment of $1,01 5 to their account it was noted that they had a credit 
balance of $500. The $500 was transferred to another account for them which also had a 
maintenance fee due. (EXHIBIT D) 

13. That on or about May 1, 2006, 1 faxed a LOSS OE SMALL ENTITY STATUS to 
the Patent Office for Ihe patent referenced above, U.S. Patent No. 6,40S,979, 

14. That knowing that it takes several days for the U.S. Patent Office, Maintenance 
Fee Division to correct and post updated information, , I did not make the payment at this 
time. If payment for a maintenance fee as a large entity was made prior to the updating of 
the status of Mahle, the payment would either be entered as a small entity payment rate 
and Ihe extra monies refunded, or the payment could have been refused. Therefore, my 
procedure is fo wait several days to make sure the Potent Office has posted the updated 
information. I believe that since a lone tunc has passed, that the reason 1 didn't follow up 
allcif Shepherd told me the deposit account would be replenished, my attention was 
averted to other matters and 1 simply forgot to follow up on paying the maintenance fee. 

15. That oven though the maintenance fee due was on the docket for June 25, 2006, 
unfortunately I thought I hud paid it so I did not do any follow-up on it and the fee was 
not paid, After the length of time that lias passed, I believe the follow up was more than 
likely due to my attention to other mailers and not following up on the maintenance fee 
was clearly a mistake ou my part. 

16. That after June 25, 2006, the docketing system showed the Patent as still current 
.4. 
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(flXUmiT II), The file was marked ABANDONED sometime after July 20, 2006. 
(KXHUJIT I ; ) attached hereto. Sometime after June 25, 2006, seeing the unpaid 
iittintcifcincc fee on the docket and failing to recognize it as the case for which we had 
received payment of the maintenance fee, and since (he time for payment had passed, 
although 1 have no specific recollection, either Mrs. Shepherd or myself made an entry to 
our docketing system showing the case as abandoned. 

A further follow up failed because after Pattsy was marked ABANDONED, no 
further report was generated and it didn't come to our attention because of the mistake in 
marking the Paltsy ABaNDONBD. I was unaware of this mistake until shortly after 
April 2<\ 2009 when we were notified by Mnhle that the patent was expired, in spite of 
the fact that Mnhle had henl the payment to us for the maintenance fee. 

17. That on or abuui January 2008 I contacted the Des Moines office, who receives 
all payments on all accounts receivables, and asked that when they receive a payment 
for a maintenance fee, that I be notified. Usually, a copy of the maintenance fee due letter 
is returned with the client's payment so we know that the fee payment being made is 
actually for the payment of the current maintenance fee due. The Des Moines office 
sends me an e-mail staling that a particular client has paid the maintenance fee for the 
ctirrenl maintenance fee due. At the time of the receipt of the e-mail, t pull the file copy 
of the letter retained in the Omaha office and mark in red ink the date the payment was 
recei ved on the top of my copy of the letter . The letter is then placed in a follow up file 
which file is checked weekly.. We do allow nt least ten (10) days from deposit of the 
payment from the client for the payment to clear the hank, At least weekly, 1 check the 
aforementioned file to determine if the ten (10) days has passed, at which time I will pay 
the fee, 

1 8. That since the three places where we normally check for pending matters, which 
is credit balances on our accounts, on our docketing system, and money deposited into 
our trust account, no pending maintenance fee for this particular Mahlc case was 
showing, The accounts receivable was at a ?.cro balance due to the Invoice submitted to 
Mahlc prior to receipt of the payment, and then their payment of the Invoice. The docket 
was showing not showing the maintenance fee as pending, as it had been marked 
AHANUONFD and no longer would show up on the print out of pending matters. 

] declare that all of the statements made herein of my own knowledge arc true, 
isnj that all statements made herein on information and belief arc believed to be true, and 
further thrxt these statements were made with ihc knowledge that willful false statements 
or the like so made are punishable by fine or imprisonment, or both, under Section 1001 
uf Title I £ of the Unired States Code. 
-5- 
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Carolyn J. Campbell ^ 



Carolyn J. Campbell 
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Ally. Docket No. 2-5 127-0 1 3 

IN THE UNI'J ED STATES PATENT AND TRADEMARK. OFFICE 



RECEIVED 
NOV 0 9 2010 

OFFICE OF PETITIONS 



In w Application of: LARRY FORBES 

SciiMNo.; 00/525,365 

Filed: March 15, 2000 

Emitted: NOISIS ABATEMENT FILTER 

PATENT No.: 6,408,079 
Issued: June 25, 2002 

ASSIGNEE: MA1ILB PARR FILTER SYSTEMS INC 



I, MICHEL K1IOUKI, hereby declare: 

1 . I reside In ill* city of Pirmingham, Stale of Michigan. 

2. 1 am the Director of Product Development of Mahle Industries, Inc., "M AHLE", 
owner of U.S. Patent No. 6,408,979. 

3. On or about April 28, 2009, 1 was contacted by Mr. Bob Walters, Sales Account 
Manager of MAHLE, that he had received an e-mail correspondence from Thomas Wright, 
Senior Buyer of INERGY informing him thatGM had noticed that the U.S. Patent No, 6,408,979 
whs expired because the first maintenance fee had not been paid. 

4. I was not aware that the maintenance fee for U.S. Patent No. 6,408,979 had not 
tuen paid until Mr. Walters of M AHLE forwarded to nnc Mr. Wright's e-mail of INERGY's e- 
mail correspondence referred to Paragraph 3 above. 

5. At the time that MAHLE determined that the maintenance fee for U.S. Patent No. 
6,408,979 tad not been paid (on or about April 28, 2009), it was my responsibility at MAHLE to 
address Ihe matter nnd determine how to deal with the situation. 

6. The steps in place at MAHLE in 2005 to ensure timely payment of the 
maintenance fee and complete explanation of how the system worked: 

u. Parr Manufacturing (Parr) was purchased by MAHLE in 2000. Parr was a 
clie nt of ihc firm now known as Sturm & Fix LLP since at least 1973 and Parr, and later 
Pari'/MAHLE had relied on S&F to timely pay maintenance fees since maintenance fees 



prcr. TLARATlQN IN SUPPORT OF PETITION 
FOR RECONSIDERATION OF DECISION 
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were instituted by the United States Patent and Trademark Office in the early 1980's. For 
oil of tViOflc years from 1980 to 2005 Parr/MAHLE relied on Slurm & Fix LLP to pay 
foreign patent annuities* which ere similarly required, to keep patent rights from expiring, 
(see attached EXHIBIT U, docket summary showing patents requiring maintenance fees 
and/or annuities at relative times) and that all other instructions to pay were carried out 
Willi no problems for over 30 years, Therefore, Parr/M AHLF/S reliance on Sturm & Fix 
LLP was justified by the problem-free experience over many years, 

b. After Pau* was purchased by MAHLE, a point person was designated by MAHLE 
to receive notifications from firms previously given the responsibility for handling patent 
maintenance fee* for MAHLE. In 2005, thai person was Alan Ego working in the Deiroiu 
Michigan area. 

e. In 2005, the procedure was that when a notification of a maintenance fee was 
coming riu*, the notification went to Alan Ego. 

d, Mr, Ego wottld then give such notification tetter to Kevin Mulkeran, also 
working in the Detroit area, to find out if the maintenance fee was to be paid. 

c> Bach MAI ILK product covered by a specific patent is designated to be "owned" 
by whichever MAHLE plant or factory that manufactured that product; in the case of 
U>S. Patent No, 6,408,979, the product covered by that patent was manufactured in 
MAHLE'S Winter**, Iowa factory. 

f The responsible party for MAHLE'S Winterset, Iowa factory at relevant times 
was John feather. 

g, Kevin Mulkcran contacted John Feather at MAHLE' S Wintcrset, Iowa factory to 
sec if MAI ILF.'S Winters**, Iowa factory would accept budgetary responsibility for the 
payment of die maintenance fee for U.S. Patent No. 6,408,979, 

h, John headier responded to Kevin Mulkeran that the MAULE'S Winterset, Iowa 
factory wanted the maintenance fee to be paid and would take responsibility for the 
payment of the maintenance fee for U.S. Patent No. 6,408,979. 

i, Jennifer Ixwis was the administrative person reporting to Alan Ego, and Ms. 
Luwis was responsible for sending out correspondence regarding patent maintenance 
row 

j. Kevin Mulkeran communicated to Jennifer Lewis that John Feather at MAHLE'S 

2 
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Wintered, Iowa factory wanted the maintenance fee for U,S, Patent No, 6,408,979 to be 

paid. 

k- Jennifer Lev/is called the Dtes Moines, Iowa office of Sturm & Fix LLP on 
•taiHiviry 24, 2006 regarding (he maintenance fee due. Carolyn Campbell from Sturm & 
Fix LLP returned the call to Ms. Lewis. At that time, Ms, Lewis requested a "regular" 
Invoice rather than the "Informational Invoice" sent with the letter (Exhibit A, previously 
submitted). 

7. The law firm of Sturm & l-ix LLP, the party responsible for paying the issue fee, 
deposited 'MAULB'S check for payment of this fee on April 13, 2006 (Exhibit K> previously 
submitted), but Sturm and Fix LLP did not pay the maintenance fee, 

8. Previously filed Exhibits A - T show the communications between MAHLE and 
Sturm A Fix LLP thai clearly demonstrate that MAHLE was relying on Sturm & Fix LLP to 
track the maintenance fee for U.S. Patent No. 6,408*979 and to pay the maintenance fee when 
MAHLK instructed them to do so. 

9. I have diligently searched for more documents showing correspondence between 
MAI ILK and Sturm & Fix LLP as it relates to U.S. Patent No. 6,408,979 and have found no 
documents not previously submitted in the original Petition filed by Sturm & Fix LLP on May 7, 
2009. 

I hereby declare th;U all statements made herein of my own knowledge are true and that 
all stfitemcntsmadcon information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
puntshi'ible by fine or imprisonment, or both, under Section 1001 of Titfc 18 of the United States 
Code and that such willful false statements may jeopardize the validity of the application or any 
patent issued thereon, 




Date 




Director of Product Development 
MAHLfcJ lodu!.tric5t Inc. 
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Ally. Docket No. 2-51274)13 

IN THE UNITED STATES PATKNT AND TRADEMARK OFFICE 

hi re Application of; LARK V 1>- FORMES 
Serial No.: 09/52.5,365 
1-ilud: March 15,2000 
liimilwl: NOISE ABATEMENT FILTER 

PATHNT No,: 
Issued: June 25, 2002 

ASSKiNKti; MAHLE PARR FILTICR SYSTEMS INC. 

mCCJ^ AH ATION IN SUPPORT OF PIC UTION 
i On J^r ONSlDIgRAl'lON OF DECISION 

U VJCKI J. SIHiPiniKD* hereby declare: 

L T I kU I reside in L>2S Moines, lowru 

2. That I have been employed by Ihc firm of Suirm & Fix 1 .1 P since September, 1 977, as 
support slaff in tho Dos Moines, Iowa office. My initial training was given by other support staff 
find the attorneys of lite firm. I am under the supervision of Michael O. Sturm and Richard J „ 
Imx, partners of tho firm. My job duties include normal reception (telephone, in-person greeting, 
♦>mail, tile.,), secretarial (typing of written correspondence, preparation and filing of patent, 
trademark and copyright applications and appropriate forms, amendments, etc.), tegal assistant 
(research intellectual properly laws, research LIS. Patent and Trademark Office rules and 
procedures, etc.)* bookkeeping (accounts payable and receivable, general ledger, etc.) and 
docketing responsibilities (enter information into electronic system and maintaining same.. 

3. Since approximately February, 1978, 1 have been the primary person entering 
inlbmvtf ion into our various docketing systems. In approximately January, 2000 wc began using 
the PATTSY Intellectual Property electronic docketing system. Each client is given a main 
docket number (such as 3-1 000-000), and then each case/file is numbered accordingly under that 
number (3-1 000 001, 3-1000-002). When an application is proposed, I give it a docket number 
mid the information is cnlcicd into PA'ITSY. That "listing'* is then updated any time there is 
new infornv.dion. Any and all information from the U.S. Patent and Trademark Office received 
by the firm \h entered into the appropriate case file in PATTSY. Any and all of our 

1 
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Cof respondent to the U.S. Patent and Trademark Office is also entered into PATTSY in the 
approp* uUo case Hie. When I enter the information into a case in the system, any due date lor a 
Terrorise, payment, etc., is automatically computed by the system from the information supplied 
ami then the oase is updated. Other .support staff (currently three staff members), at times, also 
chut information inlo PATl SY and into the appropriate file(s), especially if they have actually 
fihxl (either electronically or by mail) a response, made a payment, etc. Prior to using the Des 
Moines address as the only msiiling address (approximately June, 2001), documents that were 
received directly in our Omaha, Nebraska office were entered into PATTSY by Carolyn 
Campbell. The docket numbers in our system for Mahle range from 2-5127-000 through 2-5127- 
0,17. (Hxhibit (J), Parr Manufacturing has been a client of the firm since approximately 1973, 
and was purchased by Mahlc hi 2000. 

4. When the Issue Notification is received from the U.S. Patent and Trademark Office, the 
Patent Number and Issue Dale are entered into the docketing system. If there is any patent term 
adjustment, thai information is also entered. At thai time, the docketing program will show the 
kUk dates for when I he fust letter regarding the maintenance fee due should be sent, and will 
show when Urn maintenance fee is actually due, along with the due date for late paying with u 
surcharge (Kxhibit Y). When the Patera Grant is received, it is the policy of the linn to forward 
same to the Patentee/Assignee with a duplicate copy of the letter to be signed and returned to 
Sturm & Fix LLP s acknowledgment of receipt of the Patent Grant by the Patentee/Assignee. 
When Hiat duplicate copy is received in our offices, the Tile is then purged of general 
correspondence and Patent Office documents (readily available on PAIR) to keep the Hie at a 
reasonable size for storage. 

5. That as one of my duties, at the beginning and mid-point of each year, I prepare a print- 
out of our Maintenance Fee docket for the future twelve (12) months (Exhibit W). A copy is sent 
( viti e-mail) to Carolyn J. Campbell, our lead maintenance fee staff/legal assistant in our Omaha, 
Nebraska office for her use in sending out letters and paying the fees when due. Then at the 
beginning of each month, I print out the current month's docket along with the future month's 
docket from our PATTSY docketing program (Exhibit R, previously submitted), and copies are 
given to all personnel (partners and support staff). This docket lists by due date nny item "due", 
i.e.. Status Check, Response to Amendment, Maintenance Pec letter, Maintenance Fee, etc. The 
pKwedure used with regard to maintenance fees due for our various clients, is to prepare and mail 
(by P lt Class) a letter (Exhibit A, previously submitted) to the patentee/assignee well in advance 
of the due date for payment of the required maintenance fee (approximately two months prior to 
the anniversary date of issue), along with an Informational Invoice (Exhibit V) showing the 
amount thai will be required to be paid for the maintenance fee, In that letter, we request their 
lefcponfto date for approximately 2 months from the date of the letter. At the bottom of the letter 

' 2 
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arc instructions for the Payee to mark and return to our office. 

CI YF-S, please pay the current nrwinicnaiicc fee. My check forS t is enclosed 

□ YKS, ptense pay (his maintenance tec. However, small entity status no longer applies. My check 

for SS . . is enclosed. 

G NO, please (H) NOT pay tins maintenance fee. [ understand that by not paying the current fee, (he 

puicht will lapse and nil rights will be lost. 



(Nnofie/fclignHtiira) 



if we do not hear from the patentee, or assignee, by the date stated in ihe first letter, a second 
letter (lJxMhit H> previously submitted) is sent out reminding them of the payment which is due 
lo the Patent Office to kecsp their patent in force, When the first lelter is mailed, a docket entry is 
nuuio for follow-up into our docketing system, using the date we have requested for their 
d^eisioti/aiithorbation. 

6. That approximately 75 to 100 letters are sent each year by Mrs. Campbell with our 
office receiving authorizations to pay the fees being approximately more than one-half of that 
number. From June K 2005 lo June 30, 2006, Mrs, Campbell timely paid 79 maintenance tees. 

7. Thru the first letter in this case was sent to Mahle-Parr in Winlerset, Iowa by Carolyn 
Ounpbell Mis. Campbell handles all correspondence and paying of all maintenance fees along 
with licr other duties, litis letter was sent to the Wintersct, Iowa address which was the address 
previously used for all correspondence to Mnhle with regard to maintenance fees. On December 
6, 2005, 1 received a call from Mrs. Campbell that she had still not received instructions from 
Mohlc with regard to the maintenance fee clue. I sent an e-mail to Michael Sturm indicating thai 
(ltd maintenance fee letters and e-mails had been sent to Mahle, and thai lo my knowledge no 
rcsponse(s) had hocn received from Mahle. (Exhibit 1), previously submitted). 

8. That on December 7, 2005 an e-mail was sent from Michael Sturm to Allen Ego of Mahle 
*»«d our contact at that time, and also to John Feather, Director of Operations of Mahle, 
requesting inMrwlions as to payment of the fee. (Exhibit K, previously submitted). 

9. That we were informed by Mr. Bfio on December 12, 2005 (Bxhibit F, previously 
siibmiued) that 1hcy (Mahle) were in the process of moving his office and during the transition 
all documents were packed away. He also stated he would respond to us in the near future 
A;i4'irdtn& this pojticulur maintenance fee. 

3 
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10. Thai on Deccinbin 13, 2005, Mr. Sturm sent unother e-mail to Mr. Ego informing him of 
an absolute deadline for him to moke ll decision by December 19, 2005. (Exhibit G, previously 
submitted). 

1 1. Thai on December 21> 2005, another reminder e-mail was sent to Allen Lgo of Mahle; 
(Kxhibjt II, previously submitted). 

12. After not receiving u response to our first, initial Idler, Mrs. Campbell prepared and 
mailed our reminder Idler (RxhibU B, previously submitted) on January 5, 2006, again directed 
10 (heir Wiirterscl, Iowa address. The Idler was returned to our Dos Moines, Iowa office as the 
forwarding order had expired. After 1 searched the internet, 1 found a possible new address to 
mail it to, namely, 23030 Hfiygorty Road, Farmington Hills, Mf 48335-2602 and the original 
letter wis placed into a new envelope and sent to thai address on January 1 8, 2006 from the Des 
Moines, Iowa office, (Bxhibil C, previously presented). 

13. That on January 24, 2006, Jennifer Lewis of Mahle, called our Des Moines, Iowa office 
willi regard to the maintenance fee due. 1 then sent an e-mail to Carolyn Campbell, to call Ms. 
Lewis to discuss Ihc maintenance fee as Ms. Lewis indicated that she thouuht "they" (Mahle) 
wanted *o pay the maintenance fee, Mrs, Campbell relumed the call and informed Ms. Lewis 

l hal she would need to receive the inst ructions and Mahle's payment to proceed with the payment 
to die LLS, Patent and Trademark Office. (Exhibit I> previously submitted). 

14. That also on January 24, 2006, Mrs, Campbell was asked by Ms. Lewis to provide a 
"regular" Invoice rather than an 'informational Invoice" lhal would also show the amount due for 
payment of the ice, along with the government surcharge lee, A copy of that Invoice (Exhibit J, 
previously submitted) was forwiirdcd to Ms. Lewis. Mahle had paid from Informational Invoices 
prior U> this particular instance, and also had inadvertently made duplicate and even triplicate 
p.iynwnis on some of their cases. Mrs, Campbell is also in charge of the monthly billing for 
Sturm and She has been the responsible party for our billing program T1MRSLIPS since the 
program was installed in 1991. She self-taught herself the program, along with assistance from 
TIMKSLIPS personnel. Updated versions have been added since the initial version, and is 
currently up- to- dale. 

15. 'Ihm duo to the unusual Invoice requested by Ms. Lewis, our billing system (Timeslips) 
failed to generate a credit balance report. Our procedure is to not post the Informational Invoice 
tent out with our initial letter unless and until we receive instru ction s and payment from our 
client. Ibis is even noted at the bottom of the Informational Invoices {THIS INFORMATIONAL 

invoke mu Norijv ram?n ro your account until payment is received). An Invoice 

4 
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in prepared and mailed the same day the tc^ is paid, and posted to the client's account at month 
cud. Receipt of a requested maintenance fee payment from the "Informational Invoice" would 
he -shown on our accounts receivable as a credit balance and would alert us that the payment had 
not been hilled, nor had il been paid to the Patent Office. Due to ihe unusual Invoice requested 
by Ms. Lewis, our billing system tailed to generate a credit balance report making us unaware 
that the payment had not been made to the U.S. Patent and Trademark Office, Because this is a 
past of our triple check' 1 procedure used as a method for ascertaining that a payment was made, 
it wits pau of an unavoidable happenstance that the maintenance fee in this particular case was 
not paid because Ihe credit balance Invoice was not generated or shown. 

U>, At the beginning of each month, Mrs. Campbell forwards to all staff of the law firm of 
Sltu'm & Fix LLP and Aged A/R Balance listing (Exhibit Z). This listing shows each client in 
numerical docket order, then by case number, and has columns that list open statements/invoices 
for 1K(H Days, 150 Days, 120 Days, 90 Days, 60 Days. 30 Days, Current, Balance and Overdue 
per client and case* When I made deposits to our general/regular and trust accounts, I basically 
ukc this list to ascertain which account the cheek should be deposited into if the payment is not 
accompanied by the copy of Mrs. Campbell's letter to ihe client or an indication from the client 
as to which of their account they want the payment applied to in our system. 

17, Thot on April 13* 2006, a check in ihe amount of $1,015 was received in the Des Moines, 
Iowa oil tec from Mahle in the amount of $1,015.00 presumably for payment of the maintenance 
fro (small entity) due for this case and marked it as payment on account 5 127-013 (according to 
what was written on the check and showing on our Accounts Payable as due) (Exhibit K, 
previously submitted). A copy of our teller with instructions was NOT received with the 
payment, per our standard and normal request contained in our letter. This was approximately ten 
months after Mrs. Campbell's initial correspondence to Mahlc, and four months into the 
ssure-hargi.! period. Our policy is that when a maintenance fee and instructions are received, I then 
deposit thu check into the firm's TRUST Account rather than our regular checking account, I he 
payment would remain in the Trust account until the maintenance fee was paid to the Patent 
Ofiice. At that time, the payment is transferred from our Trust account to our regular checking 
account. Because the kk mon!h end" Invoice was requested and prepared for Mahle prior to 
receipt of this payment, our TIMRSLIPS program showed the account with a balance dug of 
$1,0 1 5 (rather than a credit balance), so the check was deposited into our regular account — 
creating another unavoidable error in our normal procedure therefor . Copies of all deposit slips 
(regular and TujKt accounts) are sent to Mrs. Campbell for her entering/posting them into our 
TIMRSLIPS billing program as cash receipts. I rely on the monthly Aged A/R Balance sheets 
from Mrs. Campbell or the return copy of our letter with the client's instructions. 

5 
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] 8. That on April 1 9, 2006, in checking the PTO website (PAIR) prior to paying the 
maintenance (be ami as is her procedure, Mrs. Campbell found the Patent was listed as being a 
SMAUL ENTITY, Hceause Hie Patent had been assigned to Mahlc, the correct status would be a 
I iAROK ENTITY, Mrs, Campbell then sent an e-mail to Mr. Sturm to verify MAHLIi was, 
indeed, a large entity to which Mr. Sturm immediately replied (Exhibit L, previously presented) 
Ihnt she was correct— MAHLE is classified as a Large Entity. On April 28, 2006, Mrs. Campbell 
then teqiuwicd by e-mail thai 1 prepare and have signed by one of the attorneys here in the Des 
Moines, town office, » Loss of Small Entity form. (Exhibit M, previously presented). In a return 
e-mail (Inhibit N), 1 informed Mrs. Campbell that there were no attorneys available to execute 
the form on April 28, 2006, but it would he clone on May 1, 2006. Oil May 1, 2006, the executed 
form was faxed to Mrs, Campbell along with an e-mail to inform her that the faxed document 
wa.'i being sent. (Exhibit t), previously presented). 

19, Thai on April 27, 2006, another check was received from MAllLli in the amount of 
$ 1 ,015. 1 deposited this check imo our Trust Account as our records (incorrectly) indicated a 
zero amount due for this ease. Again, the check indicated it was for account 5 127-013. On 
April 28, 2U06, Mrs. Campbell mailed MAFILE a new Invoice No. 26502 for the additional 
amount due of $515 for the difference in government fees between a small and large entity plus 
the $65 talc payment surcharge. This then left a credit balance of $500 on the account. This 
credit bidroico was then applied to Muhlc's other active files/accounts, as is the normal practice 
with client's having multiple active cases. Because they had 37 active files in our system at that 
lime, it would not have been out of the ordinary and raise any Hags for us to receive two check 
from them in a .short lime and for the same amounts. 

20, That on May L 2006, a Loss of Small Entity for this Patent was faxed to the USPTO by 
Mrs. Campbell tor the instant Patent. 

21 , That on May, 1 8, 2006, 1 sent Mrs, Campbell an e-mail (Exhibit P, previously submitted) 
to inform her that we had received another payment from MAllLli in the amount of $ 1,015 (on 
April 27— sec fl 1 9 above) for their lile 2-5127^013. 

22, That on May 24, 2006, 1 sent an e-mail (Exhibit Q) to Mrs* Campbell to check the 
status on several maintenance fees shown as due on a print-out from our docketing system, 
including the instant Patent. 

23, That on June 6, 2006 a docket was printed from the firm's docketing system (PATTSY) 
in De* Moines, Iowa and a copy e-mailed lo Mrs. Campbell. The print-out indicated that the 
maintenance fee had not yet been paid. (Exhibit K, previously submitted), 

6 
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24. ltecan.se of Mrs. CampbelPs experience, reliability, and her access to the billing 
program (which *U ifnil time of this error 1 was unabjc to access), and the length of lime she had 
bent paying the maintenance fees, I had no reason lo question whether or not the maintenance fee 
was paid by Mis. Campbell, and had every indicaiion that it would be timely paid in the very near 

fiiUtrc, 

25. Then also on June 6, 2006, an e-mail was received from Mrs. Campbell (Exhibit S, 
previously submitted) staling that she would pay the maintenance fee due after I replenished our 
Deposit Account 08-1650. 1 replied to this e-mail informing her to proceed with paying the fee 
because I would replenish the deposit account immediately, 

26. Sometime after July 20, 2006, seeing the unpaid maintenance fee on the docket printed 
July 20, 2006 (Inhibit T, previously submitted) and failing to recognize it as the case for which 
we had received payment of the maintenance Ice, and since the time for payment had passed, 
although neither I nor Mis, Campbell have any specific recollection, an entry was made to our 
docketing sysicm showing the ease us abandoned for non-payment of the current maintenance fee 
due, 

27. Our uirnxnil procedure (Kxhibil X) when a case is abandoned is to pull the file, the file is 
inspected by the attorney of record and purged of unnecessary documents retaining a copy of any 
authorization to abandon (if available), the outside of the file is marked ARANDONF-D and 
doted. and the file is placed into file cabinets identified as ABANDONED. At this time, the 
abandonment information is also entered into our PATTSY system (date of abandonment, name 
of uhentyowucrAtssignee authorizing abandonment- -if available. If it is a case of not receiving a 
tvsponse from the clienl/owner/assi[>nce, that infomiation is entered), In the past (prior to 2009), 
after retaining lhi> complete file for approximately three (3) years* they were destroyed, 

2S. Thai I was unaware oi'lhis mistake until shortly after April 29* 2009 when Michel Khouri 
of Mablc called our Des Moines, Iowa office and discussed lhi$ matter with Mr. Sturm. It was 
confirmed by Mr. Sturm and myself (from cheeking our docket system and PAIR) that the first 
maintenance fee for U.S. Pnteni No. 6,408,979 had not been paid. 

29. That I then reviewed my e-mail archives and located die e-mails noted in the above 
Paragraphs and attached previously as Exhibits. 

30. That on May 1 , 2009, Michael Sturm called Mr. Khouri to confirm that the maintenance 

7 
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fee had inadvertently not kvn paid despite MAHLL's verbal instructions lo pay ii. Mr. Sturm 
also informal Mr. Khouri that Sturm & Fix LLP would prepare and file a Petition to Accept 
Unavoidably Delayed Payment of Maintenance Fee in an Expired Patent (CFR 1 .378(b)), Form 
I* l'0/i>}}/65* and same was filed with the U.S. Patent and Trademark Office on May 7, 2009.. 



I declare lhat all of the statements made herein of my own knowledge arc true, and that all 
statements made herein on information and belief are believed to be true, and further that these 
UGlcmenlH were made wilh the knowledge tint willful false statements or the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code. 




v. 




8 
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Asry. Docket No. 2-5 J 27-0 1 3 

IN Till- UNlTliD STATES l'ATUNT AND TRADEMARK OI-T1CE 

(n ic Application of: LARRY D. FORBES 

Scttul No,: 09/525,365 

Mod: March 1 5, 2000 

trilled: NOISE ABATEMENT FILTER 

PATliNT No.: 6,108,970 
Issued: June 2.1, 2002 

ASSIGNEE: MAHLE PARR FILTER SYSTEMS INC. 



EXHIBITS A - Z 
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KXHI&IT A 



RH United States Patent No. 
Our File: 



Th$ Patent Office requires the payment of maintenance fees for all issued utility patents. 
'i"Ji© fees become due 3 Va ? Vfe, and 1 1 Vfc years after the date of issuance. If the fees arc not 
timely pnid, the patent lapses and all of your rights arc lost. 

Your first (oajntenanse fee is now thtc in the amount of $490 (United States Patent and 
'fradeowrK. Office fee). Our charges for the docketing* maintenance and preparation of all 
inquired forms is $500. Tins $500 includes our keeping a current docket on tike due dates for your 
Mpeominfi uiajntenaiice ftcs, reminding you of the due date for payment of same, and follow up 
tellers. 

Please forward your payment to us by 
in lite lunount of $990. Upon our receipt of same we will proceed with paying the fee to the 
United States Patent and Trademark Office, 

You may receive a loiter from a NON-flOVERNMKNT entity atiempiing to mislead you 
into Ittlicviitg thsy are m ag.oncy of the Umted States Government, i.e., United States Patent and 
Trtfdaswk Office,, and offering their services to you regarding payment of the current 
maintenance fee due on your patent. We would encourage you to ignore their letter and their 
request for money. If you how questions regarding receipt of this non-government letter, please 
call jtic at once to discuss it further. 
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We also uiko this opportunity to remind you to promptly let us know if your status 
changes from "sioaU" lo "targe" entity so that wc may prepare the necessary forms for filing in 
lh- t 1.5. Patent find Trademark Office, as required. If you have licensed this Patent to a 
company having more then 500 employees - including all affiliates, we must have this 
infomtatton before payment of your current maintenance fee. 

If you have any questions, please do not hesitate to contact me. 

Sincerely, 



VKS, please pay the current maintenance fee. My check for $990 enclosed, 

□ YKS, pU-iV&e pay this maintenance fee. However, small entity status no longer applies. 
My check for $M80 enclosed. 

□ NO. please DO NOT pay this maintenance fee. I understand that by not paying the 
current fee, ibo patent will lapse and all rights will be tost. 



Date: 
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PTO/SB/97 (07-O£>) 

Approved tot use through 07/31/2012 OMB OG51-G03i 



571-2>3-8300 Serial No. 09/525,365 

Certificate of Transmission under 37 CFR 1.8 



I hereby certify that this correspondence is being facsimile transmitted to the United \ 
Slates Patent and Trademark Office 1 5 - 



on 



Date 





Signature 



Vicki J- Shepherd 

Typed or printed name of person signing Certificate 



515-288-9589 



Registration Number, if applicable Telephone Number 

Note; Each paper must have its own certificate of transmission, or this certificate 
must identify each submitted paper 

J^2Si^"!??^^ 37 CFR consisting o£ 4 pages, with 

a Certificate of Transmission on page 1 thereof- 

?fSfJ TI ?™KW8 LYN J-^™ < 6 MICHEL KHOTJRI (3 pagas) ; a.d 

3 ifYwiBTTc ?5™\. < 2 p * Ees) « in support of the Petition; and 

, viS 1 !?^ tht^Sk as attachments Co the Declarations all for II «5 P,f flnl . 
6,408,979. issued 06/25/2002 (Serial No. 09/525.361? £^^ 03/15/2000) Clth 
the c^^ntsj^nB^n JL _in_twg separate but simultaneous S eu£ tranS^Jona. 



TrMtAHirt. Ofeo. 6.6. ^S^S^^PO%^ Texan?, a U< ^A 9 «^M! 1 , SS?!;* W « 0Micaf ' 0S - ^ 
ADDRESS SEND TO: Commoner for Paton^^^ 0R «>MPUT«> FOHMS TO Ttfls 

If you need assistant,, in completing ih* term, call 1-e00-PTO-$>199 and select option 2. 
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Ally. Docket 2-5127-013 



NOV 03 2010 



RECEIVED 
NOV 09 2010 

OFFICE OF PETITIONS 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Intent No. 6,408,079 



Application No. 09/525,365 




Issue Dale: 06/25/2002 



Filing Date: 03/15/2000 



11/88/2610 MIEN 81668814 881650 ; 6486979 ^ 



81 FC:1599 488.68 DA 



PETITION FOR RECONSIDERATION 
UNDER 37 CFR 1378fel 



Mail Slop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

COMES NOW the Petitioner respectfully requesting that the Commissioner reconsider 
the dismissal of the Petitions lo Accept Unavoidably Delayed Payment of Maintenance Fee in ar 
Kxpired Patent (37 CFR 1 .378(b)) Tiled May 7, 2009 and June 25, 201 0. 

Please charge Deposit Account 08-1650 maintained in the name of Sturm & Fix LLP the 
.sum of $400 for the required fee as set forth in 37 CFR 1.17(f). 



CERTIFICATE OF MAILING OR TRANSMISSION (37 CFR 1.8(a)) 

1 hereby certify that this paper (along with any paper referred to as being attached or 
enclosed) is: 

(1) Being deposited with the United Stales Postal Service on the date shown below with 
sufficient postage as first class mail in an envelope addressed to Mail Stop Petition 
Commissioner for Patents, P.O. Box 1 450, Alexandria, VA 223 ] 3- 1450 OR 

(2) Transmitted by facsimile on the date shown below lothe United States Patent and 




Vi£kLJ._SJtC£lieni 



Typed or printed name of person signing Certificate 



1 
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BACKGROUND 

United States Patent No. 6,408,979 issued June 25, 2002, and expired at midnight June 
25, 2000, since the first maintenance fee was not timely submitted. The second maintenance fee 
would have been due on June 25, 201 0, with surcharge. 

Petitions under 37 CFR 1.378(b) requesting that the Commissioner accept delayed 
payment of the first and second maintenance fees were filed on May 7, 2009 and June 25, 2010, 
respectively. 

By Decision mailed September 3, 2010, these Petitions under 37 CFR 1.378(b) were 
dismissed. Die Decision stales that the dismissed Petitions lacked "an adequate showing that the 
delay was unavoidable since reasonable care was taken to insure that the maintenance fee would 
be paid timely". 

Petitioner respectfully requests reconsideration of this Decision, and granting of the 
Petitions to accept delayed payment ofthe maintenance fees. 

It is believed that the following Statement, together with the attached Declarations of 
Vicki J. Shepherd, Carolyn J. Campbell and Michael Khouri, provide an adequate showing that 
the delay was unavoidable. 

STATEMENT 

The attached Declarations of VICKI J. SHEPHERD, CAROLYN J. CAMPBELL, and 
MICHEL KHOURI, along with the accompanying EXHIBITS for each Declaration, show that 
care was taken to ensure the timely payment ofthe first maintenance fee for U.S. Patent No. 
6,408,979 and that non payment ofthe maintenance fee was unavoidable. Mahlc did indeed 
make payment to Sturm & Fix LLP for the first maintenance fee, along with the government 
surcharge for filing within the grace period. Sturm & Fix LLP did have the matter on their 
docket, but through a series of mistakes did not timely pay the maintenance fee on behalf of 
Mahlc. The patent became marked as ABANDONED in the Sturm & Fix LLP docketing system 
because of a scries of unusual circumstances, including rendering an Invoice before payment by 
Mahle, and Mahlc's payment of that Invoice which zeroed out the accounts receivable report. 
Normally, a credit would be showing in Sturm & Fix LLP's books and alert Sturm & Fix LLP 
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thnt the maintenance foe payment had been made by the client. This credit showing would 
further nlert the Sturm & Fix LLP staff that the required maintenance fee had not been paid to the 
Patent Office. Under the just mentioned scenario, Sturm & Fix LLP's normal procedure would 
be lo pay the maintenance fee, remove the client's payment from the trust account and issue an 
Invoice to the client showing payment of the maintenance fee to the Patent Office. But, as 
explained in the attached Declarations, in this case the procedure was not followed, so Sturm & 
Fix LLP was not alerted in the normal ways that the maintenance fee had been authorized, but 
not paid to the United States Patent and Trademark Office, 

Petitioner submits that the attached Declarations show that reasonable care was exercised 
iu designing and operating the docketing system, and reasonable steps were taken to ensure the 
patent was entered into the docketing systom for timely payment of the maintenance fees. 

All correspondence between Campbell and Mahle regarding payment of the maintenance 
fee due is not available due to Mahlc's inability to locate the documents and/or the Sturm & Fix 
LLP document retention procedures. However, Petitioner respectfully submits that the 
Declarations and Exhibits available clearly show that the maintenance fee payment was in the 
docketing system, notices that die fee was due were sent to and received by Mahle, Mahle sent 
and Sturm and Fix LLP received payment, and the fee was scheduled for payment by Campbell, 
Due to the fact that Campbell simply forgot to submit the paperwork and payment to the Patent 
Office, the patent expired. 

Non-payment of this maintenance fee was unavoidable. The legal standard of 
unavoidable delay is met when there is reliance on well-trained and reliable staff to carry out 
routine clerical functions, such as docketing, paying maintenance fees, etc. In this situation, 
reasonably prudent steps were taken to docket a due date, and in spile of these steps, a well 
trained docket clerk committed an unforeseen error resulting in a missed deadline. There is no 
error-proof monitoring system, a system where well trained and reliable staff makes no mistakes, 
because humans are involved. There was at least an attempt to comply and ensure the 
maintenance fee would be paid timely. Tho support staff of Sturm & Fix have an average tenure 
of over 30 years. The system and procedures involved included at least three specific ways 
errors can be detected at an early stage- (1 ) the PATTSY docketing system; (2) the TIMESLIPS 
hilling program; and (3) Ihc Trust Account deposit and withdrawal procedure. Because of the 
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CENTRAL EAXegNTgR 

NOV 03 2010 

irregular billing procedure ( a month-end statement being prepared and sent rather than utilizing 
an Informational Invoice), a combination of two errors occurred and non-payment of the fee 
went undetected until notification was received from Mahle. The original Petition to Accept 
Unavoidably Delayed Payment of Maintenance Fee in an lixpire Patent (37 CFR 1.378(b)) was 
filed within about one week of the notification. 



\l -3 -/0 

DotC 



Respectfully submitted, 
MAHLE INDUSTRIES, INC. 




Michael O. Sturm, Reg. No. 26,078 



STURM & FIX LLP 
206 <i lh Ave -Suite 1213 
Des Moines, 1A 50309-4076 
Phone: 515-288-9589 
l-ax: 515-288-4860 
c-nuiil; st_umi (?/)hsllpx orn 



4 
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RECEIVED 
CENTRAL FAX CENTER 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE NOV Q 3 2M0> 

In re Patent No. 6,408,979 
Issue Dale; June 25, 2002 



DECLARATION IN SUPPORT OF PETITION FOR 
RECONSIDERATION OF DECISION 

CAROLYN J. CAMPBELL, hereby declares: 

That I have been employed by the firm of Slurm & Fix LLP (S&F) since October 



2. The work that I perform is under the direct supervision of Richard L. Fix (Fix), 
Reg. No. 28,297. Olher work performed by Campbell and supervised by Fix relates to 
typing patent applications in proper form, and preparing appropriate Patent Office forms 
for filing and forwarding to client for approval or correction. During the lime period prior 
10 e-filing, upon receiving the duly executed appropriate documents back from the clicnl, 
the application would be sent to the Patent Office by Express Mail and authorizing 
payment of the fees to S&F deposit account. The degree of supervision of Fix of all work 
performed by Campbell is a complete review of the written application and approval by 
Fix before sending to client for review, corrections, and approval. 

In addiiion to patent applications, Campbell prepares and files trademark 
applications, under the supervision of Fix, and again a complete review by Fix before 
sending to clients and future filing. Campbell also prepares and forwards all 
correspondence 10 clients of the Omaha, NE office related to patent and trademark 
applications (filing receipts, serial numbers, etc., office action results, notices of 
allowance.) The original Grant of Letters Patent for the Omaha Office of S&F would be 
sent to Omaha and upon receipt of the Grant, 1 would enter the information for payment 
of the future maintenance fees into the docketing system (Paiisy). The Pattsy program is 
physically located in our Des Moines, Iowa office (DSM) and is maintained there. 1 
connect to the Pattsy program through a remote server located in DSM. I am physically 
tocalcd in Omaha, NE, Also upon receipt of the Grant, the pertinent information (issue 
date, palent number, due dales for maintenance fees) would be entered on the outside of 
the file. 



Application No. 09/525,365 

Filed: March 15, 2000 

Attorney Docket No. 2-5127-013 

Entitled. NOISE ABATEMENT FILTER 



RECEIVED 



NOV 0 9 2010 



OFFICE OF PETITIONS 



- 1 - 
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Upon sending the Graut to the client, a "COPY" of said letter was included 
instructing the client to sign and date the "COPY" and return it to our office, indicating 
the safe receipt of the Grant. Upon our receipt of the signed J otter, the file was purged of 
all normal general correspondence. This was a practice that was in place to keep files at a 
reasonable si/,e for storage. 

3. That part of my job duties is to review the docket which is supplied to me by c- 
mail or fax from the Des Moines office, for upcoming maintenance fees that arc due to 
Ihc United States Patent and Trademark Office. The docket is generally reviewed at least 
!wo (2) months in advance of the 3, 7, and 1 1 year anniversary dates of the issue date of 
patent by all members and support staff of S&F. 

4. Pattsy docketing procedures were taught to inc by Vicki Shepherd, a 
knowledgeable staff member in charge of the up keep of Pattsy program, Instruction 
included how to enter a paper received from the USPTO, and explained the correct 
procedures to be followed. 

I was not directly responsible for initial entries into the Pattsy for clients of the 
Des Moines Office of S&F; however, 1 did enter certain initial information for clients of 
the Omaha, Nebraska Office of S&F which included, but not limited to serial numbers, 
filing date, foreign filing dates, office action due dates, response to office action dates,' 
etc., 1 did, however, enter the date the payment of a maintenance fee was made to the 
USPTO for clients of the Des Moines Office of S&F. Maintenance fee dates were 
automatically entered into PATTSY when the Des Moines Office of S&F received the 
original Grant ofLettcrs Patent for their clients. 

A call up docket is printed in DSM and supplied to the appropriate pcrson(s) in 
charge of certain duties relating to correspondence, etc. As part of my duties, I am in 
charge of sending out maintenance fee letters. I am supplied with a print out of upcoming 
maintenance fees within two (2) months of the anniversary date of the patent. 

At least two months in advance of the anniversary date of the issue date I send out 
a first letter to the patentee or assignee advising them of the due date of the maintenance 
fee and request (heir instructions for payment of the fee. A "COPY" of said letter is 
attached instructing the client to sign and return the "COPY" with their instructions as to 
payment or non-payment of the current fee, Further, an "Informational Invoice" is 
attached to the letter showing the amount due to the USPTO for the fee payment, and our 
legal fees for attending to all matters related to docketing, correspondence, and payment 
of the fee to the USPTO. That letter indicates to the addressee the requested date that we 
would like to have their instructions for payment or non-payment of the current 
maintenance fee that is due. At the time that the first letter is prepared and mailed, a 
docket entry is made for follow up. That date is the date in the first letter that we have 
indicated for receiving instructions. 



•2- 
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5, That if no response is received from the patentee or assignee by the date we 
specify in the first letter, a second letter is sent out informing the patentee or assignee 
that we have not received any instructions regarding payjnent of maintenance fee from 
our letter previously sent to them. In this second letter, we clearly slate that if the 
maintenance fee is not paid, the patent will become abandoned. The procedure used at 
that lime was when a patent became abandoned for not paying the required maintenance 
fee, the file was purged and the outside of the file wrapper was marked ABANDONED", 
and the file wrapper was placed in an abandoned file cabinet with no documents. 

We have learned from Mahle that they cannot locate any additional documents 
related to this matter other than those previously submitted. 

6. That I did send the appropriate letters to Mahle Technology in 2005 and 2006. 

7, That on January 25, 2006 at the request of Jennifer Lewis of Mahle Technology, 1 
prepared and mailed an Invoice designated Invoice No. 25899 to Mahle Tcnnex North 
America, 505 li. Madison, Winterset, 1A 50273, in the amount of $1,015 for payment of 
the first maintenance fee and late payment surcharge. Ms. Lewis requested an Invoice 
showing all fees that would be due. Ms. Lewis further informed us that Mahle carmol pay 
from the "Informational Invoice" which was previously sent with the first letter notifying 
Mahle of the upcoming maintenance fee due. This was an unusual occurrence in that a 
regular month end Invoice was requested prior to the fee being paid. Receipt of the 
requested maintenance fee payment from the "Informational Invoice" would be shown 
on our accounts receivable as a credit balance and would alert us that the payment had 
not been billed, nor had it been paid. An Invoice is prepared and mailed the same day the 
fee is paid. Due to (he unusual Invoice requested by Ms. Lewis, our billing systcm : 
which is TIMESLIPS, failed to generate a credit balance report. 

I have been working with TIMESL1PS since wc installed the program in 1991 . 1 
was selG-taught on the program, along with some help from the T1MESLIPS help line. 
We have installed updated versions of the program since the initial installation of the 
program. 

8. That on April 1 3, 2006 (three months after mailing the requested Invoice), our 
Des Moines office received and deposited a check from Mahle Technology in the amount 
of $1,015 for payment of the current maintenance fee and late payment surcharge. 
Normally when a maintenance lee payment is received, that payment would go directly 
into our trust account instead of the regular checking account. That payment would 
remain in the trust account until the payment is made to the Patent Ofiice. At that lime 
the payment is removed from the trust account and transferred to the regular checking 
account. Since an Invoice had been rendered for the maintenance fee prior to receiving 
the payment, ihc check was deposited into the regular checking account. 
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